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DETAILED ACTION 
Continued Prosecution Application 

1 . The request filed on 1 1/24/06 for a Continued Examination (RCE) is accepted 
and a RCE has been established. An action on the RCE follows. 

Specification 

2. The disclosure is objected to because of the following informalities: paragraph 
0042 line 33 "annular spring 94" should be - - annular spring 96 - 

Appropriate correction is required. 

Claim Objections 

3. Claim 1 is objected to because of the following informalities: the word the should 
be reinserted between "as an integral part of and "component" in line 10. Appropriate 
correction is required. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 1 and 21 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The applicant is claiming that the elastic 
member is "pre-stressed" however there is no disclosure within the specification as to 
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how the elastic member is being "pre-stressed". The term pre-stressed implies that 
elastic member is being manufactured in such a way that allows for structural changes 
that provide pre-stressing so it can support more load. It appears that the instant 
applicant does not have any "pre-stressed" elements as there is no disclosure of a 
structural change in the member that would cause pre-stressing. It appears that the 
elastic member is being post-stressed, stressed after being inserted in the device, by 
the cover member 66. Without recitation of any structural changes or elements that 
allow for the elastic member to be pre-stressed the term pre-stressed, as broadly 
recited, is a product-by-process limitation. 

6. . Claims 7 and 24 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Claims 7 and 24 recite "the component is an elastic ring element, which is 
embodied so that it can be compressed causing it to be expanded radially." The 
specification does not enable for the component to be an elastic ring element that can 
be compressed to expand radially. The specification enables for the component to be a 
separate part from the elastic ring element (see Figure 1 1 and paragraphs 0042 and 
0043), the only mention of the component being a ring is found in paragraph 0043 line 4 
where it states that "jt is preferred that the components be embodied as circular ring 
segments" It is the separate elastic element that is embodied as a ring so that it can be 
compressed and expanded radially. 
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7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 1-28 rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

CIms 1 and 21, it is unclear what the applicant means by radial (radially) since no 
frame of reference has been established. Radial is defined as being in a direction along 
a radius of a circle. Where is this circular frame of reference? The figures only show 
axial frames, axes 30 and 42, does the applicant mean radially with respect to the end 

i 

of the Shaft? 

Re dm 22, the phrase "saw-tooth-like" renders the claim indefinite because it is 
unclear as to how much like saw tooth the element needs to be to meet the limitations. 
"Formed as a series of steps" does not clarify what is meant by the term "saw-tooth- 
like." It is understood that saw teeth are nothing more then a series of steps but what 
do the steps look like? Is the point of the step angled forward or backward? Or are the 
teeth made with a points of the teeth being centered over each step? What is meant by 
the word "like," how much "like" any of the profiles disclosed above do the teeth have to 
be? 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claims 1, 5-12, 14, 21, 13, 18, 20, 23-28, as best understood, are rejected under 
35 U.S.C. 102(b) as being anticipated by Giandinoto et al, USP 3,848,477 
Re dm 1 , Giandinoto discloses a gear drive unit (Fig 1) with a(n): 

• Gear housing (R4/R5) 

• Shaft (10) 

• Axial stopping face (24) 

• Counter stopping face (30) 

• Plane (@ character 24) 

• Angle of inclination (see Figure 1 below) 

• Component (26) 

• A pre-stressed elastic element (36), wherein the elastic element (36) is 
embodied as an integral part of the component (26) 

Re dm 5, the component (26) is embodied to be one piece with the one stopping 
faces (24.30). 

Re dm 6, the component (26) is embodied to be U-shaped (Figs 3 and 4; C2-C3) 
and surrounds a stopping sleeve (42). 

Re dm 7, the elastic member (36) is embodied as a ring (a spring is multiple 
rings connected together) so that it can be compressed and expanded radially (as a 
spring is compressed there is some radial expansion (see paragraph 6 above). 
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Re dm 8. the component (26) is embodied to be a 2-step wedge (Figs 3 and 4; 
C2-C3). 

Re dm 9. the shaft (10) features a fore part (22) and/or at least one collar (14). 

Re dm 10, the shaft (10) features a worm toothing or thread toothing (R1), and 
engages in an inside thread (on R2). 

Re dm 1 1 , the component (26) can be displaced radially to the longitudinal axis 
by means of a pre-stressed elastic element (36). 

Re dm 12, the elastic element (36) is supported on a covering (38) of the gear 
housing (R4/R5). 

Re dm 14, the component (26) is embodied together with the elastic element 
(36) as a wedge-shaped wavy leaf spring. 

Re dm 21 , Giandinoto discloses a gear drive unit (Fig 1) with a(n): 

• Gear housing (R4/R5) 

• Shaft (10) 

• Axial stopping face (24) 

• Counter stopping face (30) 

• Plane (@ character 24) 

• Angle of inclination (see Figure 1) 

• Component (26) 

• The component (26) being displaced radially by a pre-stressed elastic 
element (36) 
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• The component (26) is embodied to be a 2-step wedge (Figs 3 and 4; C2- 
C3) 

Re dm 13, the elastic element (36) is embodied to be one piece with the 
component (26) (Fig 2). Elastic element (36) is fixed to the component (26) via part 34 
making the elastic element (36) and component (26) one part and according to 
Merriam-Webster's Collegiate Dictionary: 10^^ Edition the word one is defined as "being 
a single unit or thing." 

Re elms 18, 19 and 20, the component (26) is embodied to be one piece with the 
one stopping faces (24,30), as a stopping element. 

Re dm 23, the component (26) is embodied to be U-shaped (Figs 3 and 4; C2- 
C3) and surrounds a stopping sleeve (42); 

Re dm 24, the elastic member (36) is embodied as a ring (a spring is multiple 
rings connected together) so that it can be compressed and expanded radially (as a 
spring is compressed there is some radial expansion (see paragraph 6 above). 

Re dm 25, the shaft (10) features a fore part (22) and/or at least one collar (14), 
with which the shaft is supported on the gearing housing via the component. 

Re dm 26, the shaft (10) features a worm toothing or thread toothing (R1), and 
engages in an inside thread (on R2). 

Re dm 27, the component (26) can be displaced radially to the longitudinal axis 
by means of a pre-stressed elastic element (36). 

Re dm 28, the elastic element (36) is supported on a covering (38) of the gear 
housing (R4/R5). 
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Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Giandinoto et a! ^477 in view of Gunner et al, EP0563410. 

Re elms 2, Giandinoto discloses all of the claimed subject matter as described 

above. 

Giandinoto does not disclose at least one of the stopping faces having a saw- 
tooth profile. 

Gunner teaches at least one stopping face (41) having a saw-tooth profile (Fig 2) 
for the purpose of providing better interaction between surfaces and to reduce the wear 
between the wedge faces. 

It would have been obvious to one having ordinary skill in the art at the time of 
the invention to modify the teachings of Giandinoto and provide a stopping face with a 
saw-tooth profile, as taught by Gunner, for the purpose of providing better interaction 
between surfaces and reduce the wear between the wedge faces. 

13. Claims 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Giandinoto et al '477 in view of Zoino, USP 4,212,379. 
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Re elms 3 and 4, Giandinoto discloses all of the claimed subject matter as 
described above. 

Giandinoto does not disclose at least one of the stopping faces being embodied 
as cone-shaped and having stair step profile (dm 3) or annular stair steps (dm 4). 

Zoino teaches at least one of the stopping faces (27) being embodied as cone- 
shaped and having stair steps (58) for the purpose of allowing a load (force) to be taken 
at a gradually increasing rate those preventing sudden shock or strain in the system 
(C1). It is to be noted that a conical clutch and the stopping system in the instant 
application both relay on friction as a means of varying an output force. 

It would have been obvious to one having ordinary skill in the art at the time of 
the invention to modify the teachings of Giandinoto and provide at least one of the 
stopping faces being embodied as cone-shaped and having stair steps, as taught by 
Zoino, for the purpose of allowing a load (force) to be taken at a gradually increasing 
rate those preventing sudden shock or strain in the system. 

14. Claims 15-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Giandinoto et al '477 in view of Zoino, USP 4,212,379. 

Re elms 15-17, Giandinoto discloses all of the claimed subject matter as 
described above. 

Giandinoto does not disclose at least one of the stopping faces being embodied 
as cone-shaped and having stair step profile (dm 15) or annular stair steps (dm 16 and 
17). 
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Zoino teaches at least one of the stopping faces (27) being embodied as cone- 
shaped and having stair steps (58) for the purpose of allowing a load (force) to be taken 
at a gradually increasing rate those preventing sudden shock or strain in the system 
(CI). It is to be noted that a conical clutch and the stopping system in the instant 
application both relay on friction as a means of varying an output force. 

It would have been obvious to one having ordinary skill in the art at the time of 
the invention to modify the teachings of Giandinoto and provide at least one of the 
stopping faces being embodied as cone-shaped and having stair steps, as taught by 
Zoino, for the purpose of allowing a load (force) to be taken at a gradually increasing 
rate those preventing sudden shock or strain in the system. 

15. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Giandinoto et al '477 in view of Gunner et al, EP0563410. 

Re elms 22, Giandinoto discloses all of the claimed subject matter as described 

above. 

Giandinoto does not disclose at least one of the stopping faces having a saw- 
tooth profile. 

Gunner teaches at least one stopping face (41) having a saw-tooth profile (Fig 2) 
for the purpose of providing better interaction between surfaces and to reduce the wear 
between the wedge faces. 

It would have been obvious to one having ordinary skill in the art at the time of 
the invention to modify the teachings of Giandinoto and provide a stopping face with a 
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saw-tooth profile, as taught by Gunner, for the purpose of providing better interaction 
between surfaces and reduce the wear between the wedge faces. 

Response to Arguments 

16. Applicant's arguments with respect to claims 1, 5, 6, 8-12 and 14 have been 
considered but are moot in view of the new ground(s) of rejection. It should be noted 
that the applicant has removed the limitation of the claim 1 on which the argument is 
based on ("single part"). 

17. In response to the applicants arguments (pg 8 last paragraph) that Giandinoto 
does not disclose that the block and the spring are formed as integral parts. The term 
integral is defined as elements which are connected in a manner "essential for 
completeness" (Webster's II New Riverside Dictionary). The term integral does not 
mean that the parts have to be formed as a single uniform member, integral only means 
that the parts have to be assembly in a way that they function together which 
Giandinoto clearly shows. 

18. In response to applicant's argument that Giandinoto does not show that the 
wedge-shaped component "causes the elastic element to displace in a radial direction 
thereby maintaining an axial force sufficient to eliminate shaft longitudinal play" (pg 8 
second paragraph). It is the examiner's position that Giandinoto clearly shows that the 
component 26 causes the elastic element to displace (depress) in a radial direction (as 
best understood Giandinoto shows that the wedge moves in a radial direction on the 
shaft) and is capable of maintaining an axial force sufficient to eliminate shaft 
longitudinal play. 
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19. The applicant argues that Gunner does not disclose a saw-tooth profile but rather 
a sine wave. 

In response the examiner notes that a sine wave is a saw-tooth profile that 
doesn't have any points. The examiner agrees with the applicant that the saw-tooth 
profile shown by Gunner differs from that shown in the instant applicant, however the 
applicant is not claiming any structure that would distinguish the saw-tooth profile of the 
instant applicant over that of the prior art. Without any recitation of structure that makes 
the "saw-tooth profile" the term "saw-tooth profile" is a broad limitation. 

20. The applicant argues that Zoino does not disclose a stair step profile but rather 
ridges. 

In response the examiner agrees that Zoino does disclose ridges however, the 
ridges of Zoino are formed on an incline surface and moving from ridge to ridge it can 
be seen that Zoino does indeed, as broadly recited in the claim, a stair step profile. As 
broadly recited the term "stair step profile" means a profile that has a step change in 
height from step to step. Moving from ridge to ridge of Zoino it can be seen that there 
are step changes in height, therefore as broadly recited Giandinoto in view of Zoino 
meets the claim limitations. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James Pilkington whose telephone number is (571) 272- 
5052. The examiner can normally be reached on Monday-Friday 8:00AM-4:00PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Ridley can be reached on (571) 272-6917: The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




JP 

1.08.2006 




RICHARD RIDLEY 
SUPERVISORY PATENT EXAMINER 



